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DETAILED ACTION 

1 . This Office Action is in response to the communication received on 26 May 2004. 

2. Claims 1-21 are presented for examination. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Saito et al. U.S. patent no. 6,587,219 in view of Weschler U.S patent no. 6,470,332 B1. 

5. As to claim 1 , Saito discloses an information output system comprising: 

a managing section for managing a mail address for each output apparatus 
(Saito, Abstract, Fig. 3; col, 1, line 67- col. 2, line 10)\ However, Saito does not explicitly 
disclose searching an output apparatus group for one candidate output apparatus or a 
plurality of candidate output apparatuses in response to a search request from a 
terminal apparatus; Thus, the artisan would have been motivated to look into the related 
networking arts for potential methods and apparatus for implementing searching an 
output apparatus group for one candidate output apparatus or a plurality of candidate 
output apparatuses in response to a search request from a terminal apparatus. 

In the same field of endeavor, Weschler, System, Method And Computer Product 
For Searching For, And Retrieving, Profile Attributes Based on Other Target Profile 
Attributes And Associated Profiles, discloses that finding the resources in the distributed 
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system is to use directories. Directories are data structure that hold information such as 
mail address book information, printer locations, public infrastructure ("PKl") information, 
and the like... (Abstract, col. 5, lines 36-63; col. 4, lines 26-36; col. 9, line 30 -col. 10, 
line 16). 

Accordingly, it would have been obvious to one of ordinary skill in the networking 
art at the time the invention was made to have incorporated Weschler's teachings of 
searching resources by using directories (Weschler, Abstract, col. 5, lines 37-64) with 
the teachings of Saito, for the purpose of allowing a user to initiate a search for, 
example, an individual without knowing exactly where he is located (Weschler, col. 5, 
lines 7-35). 

Saito-Weschler discloses notifying said terminal apparatus of the mail address of 
said candidate output apparatus (Saito, Fig. 4; col. 3, line 45 - col. 4, line 7); and 

Saito-Weschler discloses distinguishing a designated output apparatus (relay 
apparatus) from said output apparatus group based on a destination mail address of an 
electronic mail issued from said terminal apparatus (Saito, col. 3, line 45 -col. 4, line 7), 

Saito-Weschler discloses said designated output apparatus outputting 
information included in the electronic mail issued from said terminal apparatus (Saito, 
col. 3, line 45 - col. 4, line 40). 

6. As to claim 2, Saito-Weschler discloses managing performance information for 
each of said output apparatuses, and said search section searches for said one 
candidate output apparatus or the plurality of candidate output apparatuses based on 
said performance information (Saito, Fig. 3; col. 4, lines 8-18). 
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7. As to claim 3, Saito-Weschler discloses, wherein said managing section further 
manages installation position information for each of said output apparatuses, and said 
search section searches for said one candidate output apparatus or the plurality of 
candidate output apparatuses based on said installation position information (Saito, Fig. 
3, Tokyo, Osaka in column 1; col. 4, lines 8-18). 

8. Claims 4-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Saito-Weschler as applied to claims 1-3 above, and further in view of Miyahara U.S. 
patent no. 6,223,226 B1. 

9. As to claim 4, Saito-Weschler does not explicitly disclose an accounting 
processor for performing accounting processing before outputting the information 
included in said electronic mail. Thus, the artisan would have been motivated to look 
into the related networking arts for potential methods and apparatus for implementing 
the accounting processing before outputting the information included in said electronic 
mail. 

In the same field of endeavor, Miyahara, Data Distribution System And Method For 
Distributing Data To a Destination Using A distribution Cost Associated Therewith, 
discloses that the selector 4 selects using facsimile, whose cost is lowest among the 
available distribution means. . . When the distribution means is facsimile, the distribution 
data output apparatus 6 creates the facsimile data and distributes it to the destination 
facsimile number (Miyahara, coL 5, line 38-coL 6, line 14). 

Accordingly, it would have been obvious to one of ordinary skill in the networking art at 
the time the invention was made to have incorporated Miyahara's teachings of 
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association of distribution cost corresponding to a destination (Miyahara, Abstract, col. 
5, lines 38 -col. 6, line 14) with the teachings of Saito-Weschlerfor the purpose of the 
selection of suitable distribution cost if the destination have a plurality of distribution 
means (Miyahara, col. 1, lines 51-56). 

10. Claim 5 recites similar limitations as claim 1 except for the limitation of 
"converting information included in said electronic mail in accordance with said 
designated printer" which is taught in Saito Internet facsimile apparatus 2 functioning 
as a relay apparatus converts a specific predetermined information among the header 
information of the email to be relayed transferred into the same data format as that of 
the image information (Saito, Abstract, Fig. 5A; col. 4, lines 7-59)". 

1 1 . Claim 6 is similar to the limitations of claims 2, 3; therefore, it is rejected under 
the same rationale as in claims 2, 3. 

12. As to claim 7, Saito-Weschler-Miyahara discloses wherein the electronic mail is 
utilized to perform communication between said client and said first server (Saito, 
Abstract, col. 1, line 55 - col. 2, line 6). 

13. As to claim 8, Saito-Weschler-Miyahara discloses, further comprising an 
authentication apparatus for performing user authentication prior to print processing of 
said converted information in said designated printer (Weschler, PKI information, col. 6, 
lines 26-36). 

14. As to claim 9, Saito-Weschler-Miyahara discloses separating said electronic mail 
into a plurality of mail elements; and an individual managing section for individually 
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managing said respective separated mail elements, and said information to be printed 
corresponds to one mail element (Saito, Fig. 5A, Facsimile Image). 

15. As to claim 10, Saito-Weschler-Miyahara discloses a storing section in which the 
information constituting said electronic mail is stored; a monitor section for monitoring 
an empty capacity of said storing section; and a restricting section for restricting 
reception of a print request in accordance with lack of capacity of said storing section 
(Saito, Fig,. 3, col. 3, line 66 - col. 4, line 25). 

16. As to claim 11, Saito-Weschler-Miyahara discloses notifying said client of 
reception restriction when the reception of said print request is restricted (Saito, Fig. 3, 
col. 3, line 66 - col. 4, line 25). 

17. Claims 12, 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Saito-Weschler-Miyahara as applied to claims 1-1 1 above, and further in view of the 
well-known feature of conversion of PDL file. 

18. As to claim 12, Saito-Weschler-Miyahara does not explicitly disclose converting 
the information included in said electronic mail to a PDL file in accordance with said 
designated printer. 

The Examiner takes Official Notice (see MPEP 2144.03) that it is well known in the 
networking art to utilize PDL for converting and execution of the method and system in 
order to provide the outputting. Therefore, it would have been obvious to one of ordinary 
skill in the networking art at the time the invention was made to have included the use of 
PDL file to convert and execute the information in the electronic mail of providing the 
outputting because use of PDL for programs used in general printing purpose computer 
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to execute special purpose functions was routine in the art (see Chapman et al. patent 
#: 6,522,421 B2; col. 1, line 60 col. 2, line 50). 

1 9. Claim 1 3 is similar limitation of claim 12; therefore, it is rejected under the same 
rationale as in claim 12. 

20. Claims 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Saito-Weschler-Miyahara-the well-known PDL as applied to claims 1-13 above, and 
further in view of the well-known feature of checking virus in the electronic mail. 

21 . As to claim 14, Saito-Weschler-Miyahara does not explicitly disclose executing a 
virus check with respect to said electronic mail. 

The Examiner takes Official Notice (see MPEP 2144.03) that it is well known in the 
networking art to utilize virus checking software for checking and execution of the 
method and system in order to provide the outputting. Therefore, it would have been 
obvious to one of ordinary skill in the networking art at the time the invention was made 
to have included the virus checking program used in electronic mail because the virus 
checking programs is just the matter of design choices (see Chen et al., patent # 
5,832,208; col. 5, line 2 - col. 2, line 4). 

22. Claims 1 5-1 6 are similar limitations of claim 1 4; therefore, it is rejected under the 
same rationale as in claim 14. 

23. Claim 17 is similar limitations of claims 1 ,4; therefore, it is rejected under the 
same rationale as in claims 1 , 4. 

24. Claim 18 is similar limitations of claim 4; therefore, it is rejected under the same 
rationale as in claim 4. 
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25. Claim 1 9 is corresponding method claim of claim 1 ; therefore, it is rejected under 
the same rationale as in claim 1 . 

26. Claim 20 is corresponding computer readable medium of claim 1 ; therefore, it is 
rejected under the same rationale as in claim 1 . 

27. Claim 21 is similar limitations of claim 1 ; it is rejected under the same rationale as 
in claim 1. 

Response to Arguments 

28. Applicant's arguments filed on 26 May 2004 have been fully considered but they 
are not deemed to be persuasive. 

29. In the remarks, Applicant argued in substance that: 

Point (A), Applicant argued that there is no motivation or suggestion to combine 
the prior art. 

As to point (A), In response to applicant's argument that there is no suggestion to 
combine the references, the examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 
1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
Accordingly, it would have been obvious to one of ordinary skill in the networking art at 
the time the invention was made to have incorporated Miyahara's teachings of 
association of distribution cost corresponding to a destination (Miyahara, Abstract col. 
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5, lines 38- col. 6, line 14) with the teachings of Saito-Weschler for the purpose of the 
selection of suitable distribution cost if the destination have a plurality of distribution 
means (Miyahara, col. 1, lines 51-56). Saito also suggests that since the communication 
cost by email is inexpensive, the communication cost can be reduced by using Internet 
facsimile apparatus 13 locating distance to facsimile apparatus 12 as a relay apparatus 
(Saito, col. 1, lines 44-47). 

Point (B), Applicant argued that "such reasoning is solely improperly hindsight 
based." 

As to point (B), in response to applicant's argument that the examinees 
conclusion of obviousness is based upon improper hindsight reasoning, it must be 
recognized that any judgment on obviousness is in a sense necessarily a reconstruction 
based upon hindsight reasoning. But so long as it takes into account only knowledge 
which was within the level of ordinary skill at the time the claimed invention was made, 
and does not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 
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Point (C), The prior art does not disclose "searching an output group/printer for 
one candidate or a plurality of candidates in response to a search request" in claims 1 , 
5, 17, 19, 20, and 21. 

As to point (C), Weschler discloses that a method and a computer product for 
searching directories in a computer system ...determining candidate ones of the 
directories comprising matches to a first of sequence of query strings, iteratively 
applying remaining ones of the directories and returning a result set of data 
representative of the candidate ones of said directories having matched each of the 
specified sequence of query strings (Abstract col. 5, lines 36-63) and finding the 
resources in the distributed system is to use directories. Directories are data structure 
that hold information such as mail address book information, printer locations, public 
infrastructure ("PKI") information, and the like... (Abstract, col. 5, lines 36-63; col. 4, 
lines 26-36; coi 9, line 30 - col. 10, line 16). Saito also suggests that server 3 searches 
the notified facsimile number of the final destination and returns an e-mail address, the 
reception capability indicative of processing capability for image information (col. 3, lines 
54-60; col. 5, lines 10-15). 
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30. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai V. Nguyen whose telephone number is 703-306- 
0276. The examiner can normally be reached on 6:00-3:30 Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Harvey can be reached on 703-305-9705. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Hai V. Nguyen 
Examiner 
Art Unit 2142 





